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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore McQUADE, CRAWORD and BAHR, Administrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

John T. Kreitzer et al. appeal fromthe final rejection
of claims 1 through 9 and 15 through 19. dCains 10 through

14, the only other clainms pending in the application, stand

! Application for patent filed Novenber 26, 1996.
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W t hdrawn from consi deration pursuant to 37 CFR 8 1.142(b).

The subject matter on appeal relates to “a nasal dilator
for maintaining one or nore nasal passages of a nose in a
dilated condition” (specification, page 1). Cdaiml s
illustrative and reads as follows:?2

1. A nasal dilator for dilating a first nasal passage
and a second nasal passage of a nose, conprising:

a first dilating el ement engagable to the outer wall of a
first nasal passage;

a second dilating el enent engagable to the outer wall of
a second nasal passage;

a bridge el enent traversing the nose and interconnecting
the first dilating nenber and the second dil ating nenber, the
bridge includes an el astic el enent novabl e toward an expanded
configuration wherein the length of the elastic el enent
i ncreases, and biases to a retracted configuration wherein the
I ength of the elastic elenent is reduced.

The references relied upon by the exam ner in support of

the final rejection are:

2 Qur review of the appeal ed clains indicates that claim5
is redundant with respect to parent claim4 and that the word
“each” in the preanble of claim8 is inconsistent with the
rest of the claim These infornmalities are deserving of
correction in the event of further prosecution before the
exam ner.
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Johnson? 5, 533, 499 Jul. 9, 1996
Doubek et al. (Doubek) 5, 533, 503 Jul. 9, 1996

Clains 1 through 9 and 15 through 19 stand rejected under
35 U.S.C. 8 102(a) as being anticipated by Doubek.

Clains 1 through 9 and 15 through 19 also stand rejected
under 35 U.S.C. 8 102(a) as being anticipated by Johnson.

Ref erence is nade to the appellants’ main and reply
briefs (Paper Nos. 13 and 16) and to the exam ner’s final
rejection and answer (Paper Nos. 9 and 14) for the respective
positions of the appellants and the exam ner with regard to
the nerits of these rejections.

Doubek and Johnson disclose sim|ar nasal dilators 10.
Each includes first and second planar resilient bands 30a and
30b, first and second fl exi ble adhesive strips 31la and 31b, a
flexible strip of base nmaterial 18 having a | ayer of adhesive
46 on its lower surface, and first and second rel ease liners

49 and 50.

3 The lising of U S. Patent No. 5,476,091 to Johnson on
page 2 of the exami ner's answer (Paper No. 14) as prior art
relied upon in the rejection of clains under appeal is
erroneous. The final rejection (Paper No. 9) shows that U. S.
Patent No. 5,533,499 is the Johnson reference relied upon to
reject the clains on appeal.
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I n use, the Doubek and Johnson dilators are affixed to a
nose 12 by the adhesive 46 after renoval of the first and
second release liners 49 and 50 and assune a curved shape
conformng to the contour of the nose. The resiliency and
tendency of the first and second resilient bands 30a and 30b
toreturn to their normally planar state provides an outward
pull on the outer wall tissues 60 and 62 of the nose to
counter the drawing-in forces exerted on the tissues during
i nhal ati on (see Doubek at colum 7, lines 4 through 10; and
Johnson at colum 5, lines 13 through 20).

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clained invention. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. G r. 1984).
| ndependent clains 1 and 6 recite a nasal dilator

conprising, inter alia, an “elastic el enent novable toward an

expanded configuration wherein the length of the elastic

el enment increases, and biases to a retracted configuration
wherein the length of the elastic elenent is reduced.” Caim
15, the other independent claimon appeal, recites a nasal
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dilator conprising, inter alia, an elastic el enent having
first and second ends, with the elastic el enent being
“stretchabl e toward an expanded configuration wherein the
length of the elastic elenent is increased, and in which
configuration the first end and the second end tend to be
pull ed toward one another so as to tend to reduce the

i ncreased length.”

In determ ning that the subject matter recited in the

appealed clains is anticipated by either Doubek or Johnson,

t he exam ner has found that the resilient bands 30a and 30b

di scl osed by each reference neet the foregoing limtations in
i ndependent clains 1, 6 and 15 relating to the elastic
element. In the examner’'s view, because bands 30a and 30b
are resilient, they can be | engthened and will return to their
original length (see pages 3 and 4 in the answer).

The exam ner’s position here is unduly specul ati ve.
Nei t her reference gives any express indication that bands 30a
and 30b have the elastic | ength increasing/reducing properties
required by a reasonable interpretation of clains 1, 6 and 15.
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Under principles of inherency, when a reference is silent
about an asserted inherent characteristic, it nust be clear
that the m ssing descriptive matter is necessarily present in
the thing described in the reference, and that it would be so

recogni zed by persons of ordinary skill. Continental Can Co.

v. Mnsanto Co., 948 F.2d 1264, 1268, 20 USPQRd 1746, 1749

(Fed. Gr. 1991). As the court stated in In re Celrich, 666

F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981)(quoting Hansgirg
v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):
| nher ency, however, may not be established by
probabilities or possibilities. The mere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations
omtted.] |If, however, the disclosure is sufficient
to show that the natural result flowng fromthe
operation as taught would result in the perfornmance
of the questioned function, it seens to be well
settled that the disclosure should be regarded as
sufficient.
In the present case, the fact that the beamli ke bands 30a and
30b di scl osed by Doubek and Johnson have the resiliency to
return to their normally planar state after being bent does
not necessarily nean that they have the elastic length
i ncreasi ng/ decreasi ng properties at issue. Since neither

Doubek nor Johnson di scl oses any other structure having such
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properties, the examner’s determ nation that these references
di scl ose each and every el enent of the invention recited in
clains 1, 6 and 15, and in clains 2 through 5, 7 through 9 and

16 through 19 which depend therefrom is unsound.

Accordingly, we shall not sustain standing 35 U S. C
§ 102(a) rejections of claims 1 through 9 and 15 through 19.
The decision of the exam ner is reversed.

REVERSED

JOHN P. McQUADE
Adm ni strative Patent Judge )
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